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Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121(d). 
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Priority under 35 U.S.C, § 119 
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DETAILED ACTION 

This Office action is in answer to the amendment and RCE filed 8/2/2005. Claims 25, 26 and 30-32 are 
pending. 

Specification 

1. The amendment filed 8/2/2005 is objected to under 35 U.S.C. 132(a) because it introduces new 
matter into the disclosure. 35 U.S.C. 132(a) states that no amendment shall introduce new matter into 
the disclosure of the invention. The added material, which is not supported by the original disclosure, is 
as follows: third memory. 

Applicant is required to cancel the new matter in the reply to this Office Action. 

Claim Rejections - 35 USC § 112 

2. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

3. Claims 25, 26, 30-32 are rejected under 35 U.S.C. 112, first paragraph, as failing to comply with 
the written description requirement. The claim(s) contains subject matter which was not described in the 
specification in such a way as to reasonably convey to one skilled in the relevant art that the inventor(s), 
at the time the application was filed, had possession of the claimed invention: "third memory" was not 
described in the original disclosure filed 4/15/1999. 

Art Rejection Rationale 

4. At the outset, the examiner notes that claims are to be given their broadest reasonable 
interpretation in light of the supporting disclosure. InreZletz, 893 F.2d 319, 321, 13 USPQ 2d 1320, 
1322 (Fed. Cir. 1989); In re Prater, 415 F.2d 1393, 1404, 162 USPQ 541, 550 (CCPA 1969); In re 
Yamamoto, 740 F.2d 1569, 222 USPQ 934 (Fed. Cir. 1984); Burlington Indus. V. Quigg, 822 F.2d 
1581, 3 USPQ 2d 1436 (Fed. Cir. 1987); In re Morris, 43 USPQ 2d 1753, 1756 (Fed. Cir. 1997). ("During 
patent examination the pending claims must be interpreted as broadly as their terms reasonably allow.... 
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The reason is simply that during patent prosecution when claims can be amended, ambiguities should 
be recognized, scope and breadth of language explored, and clarification imposed.... An essential purpose 
of patent examination is to fashion claims that are precise, clear, correct, and unambiguous. Only in this 
way can uncertainties of claim scope be removed, as much as possible, during the administrative 
process."). In responding to this Office action, applicants are reminded of the requirements of 37 CFR 
1.111 and 1.119 that applicants specifically point out the specific distinctions believed to render the 
claims patentable over the references in presenting responsive arguments. See MPEP 714.02. The 
support of any amendments made should also be specifically pointed out. See MPEP 2163.06. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 

rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as 
set forth in section 102 of this tide, if the differences between the subject matter sought to be 
patented and the prior art are such that the subject matter as a whole would have been obvious 
at the time the invention was made to a person having ordinary skill in the art to which said 
subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

6. Claims 25, 26, and 30-32 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Wagner et al. [hereinafter Wagner] [5903462] in view of prior art disclosed by applicant, Gupta 
[5349535]. 

Wagner discloses a power tool (fig.l, and column 6, lines 20-28) including a first memory/non- 
volatile E^PROM memory 304 (column 8, line 19), storing use profile information about the power tool 
(column 5, lines 8-23, and column 8, line 19-20). The use profile information includes length of use: 
column 5, lines 19-20 describes "total turns counts since the tool was assembled and the total number of 
times a non-zero voltage has been applied to the motor". The power tool is connectable to a computer 
(column 6, line 46, and column 8, lines 32-33) via the Remote Computer Port (no separate reference 
numeral, fig.3), for downloading the stored use profile information. 
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The disclosure of Wagner differs from the claimed invention in not using the terminology "use 
profile information". MPEP 2111.01 states, "during patent examination, the pending claims must be given 
the broadest reasonable interpretation consistent with the specification". It would have been obvious to a 
person having ordinary skill in the art at the time the invention was made that the performance 
history/log in Wagner's apparatus provides use profile information since it analyzes data from a 
performance history recorded by the tool. 

Wagner does not disclose a third memory. 

Gupta discloses a system for acquiring and storing information about a device including a Central 
Processing Unit CPU 10 including a Read Only Memory ROM 14 (or some other non-volatile memory)/first 
memory, which is part of a device; a non-volatile Random Access Memory RAM 15/second memory where 
the data gathered by CPU 10 is stored in order to hold the data when the CPU power supply is removed, 
or becomes too depleted to keep the system operating [see also the abstract; column 6, lines 44-68; 
column 7, lines 1-5]. The system will dump some or all of its accumulated information in a computer 52 
via a telecommunications link 53 to a central computer 54 used for tracking functions and information 
about the device [column 10, lines 28-35]. With regard to computer 54 including a third nriemory: IEEE 
7^^ edition defines a memory as storage used to execute instructions. Therefore, it is an inherent function 
of Gupta's computer 54 to include a third memory in order to be able to execute instructions/tracking, 
and MPEP 2100 states that the disclosure of a limitation may be expressed, implicit or inherent. Gupta's 
invention uses a microprocessor and associated electronics, sensors and memory to identify and 
accumulate statistics about the use of a device [see also column 5, lines 14-16]. Accumulation of usage 
history for would also allow a user a more accurate "on the fly" estimation of remaining life range [see 
also column 3, lines 51-54]. Therefore, it would have been obvious to a person having ordinary skill in 
the art at the time the invention was made to include Gupta's teachings in Wagner's apparatus and 
include a second, in situ memory, as disclosed by Gupta, in order to hold the data when the CPU power 
supply is removed, or the CPU power supply becomes too depleted to keep the system operating, and a 
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computer comprising a third memory, as disclosed by Gupta, in order to allow a user to analyze data 
from a performance history recorded by the tool. 

Gupta and Wagner do not disclose specifically a reader apparatus. Applicant's specification 
describes "reader 50 receives the information, stores it into memory 52 and/or sends it to computer 53 
for analysis". Therefore, either RAM 15 or computer 52 in Gupta's system inherently function as a reader 
apparatus, since they access and acquire data stored in the first memory, and MPEP 2100 states that the 
disclosure of a limitation may be expressed, implicit or inherent. 

As to claim 26, the stored information comprising at least one of the group consisting of tool 
temperature, length of use, and number of times the tool has been turned on: the Wagner patent 
discloses "the operating parameters monitored comprise temperatures" (column 3, lines 33-34, and fig. 3) 
and also "temperature transducers are also located within the (tool) housing to monitor among others the 
motor temperature and the temperature of the power supply which may be a battery. The output of the 
torque and temperature transducers will be represented as digital values to the processor" (column 2, 
lines 36-41). It would have been obvious to a person having ordinary skill in the art at the time the 
invention was made that the power supply temperature in Gupta's and Wagner's apparatus provides 
information about the power tool temperature since it analyzes data from a transducer located within the 
tool housing. 

The Wagner patent also discloses that "the processor contains a clock which provides timing 
pulses as the interrupts to which the processor responds on periodic and asynchronous bases" and that 
"these performance records will.. .contain.. .time information on fasteners as they were tightened or 
loosened" (column 2, lines 48-50 and 59-60). It would have been obvious to a person having ordinary 
skill in the art at the time the invention was made that the time information on fasteners' operability in 
Gupta's and Wagner's apparatus provides information about the power tool length of use since the tool's 
function is to power up a fastener interface mechanism. 

As to claims 30-32, see remarks for claims 25 and 26 above. 
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Response to Arguments 

7. Applicant's arguments with respect to the claims have been considered but are moot in view of 
the new grounds of rejection. Applicant is also reminded that in those instances in which an applicant 
seeks to add new matter to the disclosure of an application, the applicant must file a continuation-in- 
part application under 37 CFR 1.53(b) containing such new matter. See MPEP 35 U.S.C. 132(a). 

In amended cases, subject matter not discbsed in the ordinal applicatk)n is sometimes 
added and a claim directed thereto. Such a ckkn is rejected on the ground ftiat it recites 
elemente without support in the original disclosure under 35 U.S.C- 1 12, first paragraph, 
Waldemar Link, GmbH & Co. w Osteonics Corp. 32 F.3d 556, 559, 31 USPQ2d 
1855, 1857 (Fed. Cir. 1994): In re Ras muss en, 650F.2d 1212, 211 USPQ 323 
(CCPA 1981). See MPEP § 2163.06 - § 2163.07(b) for a discussion of the 
rektkmsh^) of new matter to 35 U.S.C. 1 12, first paragraph. New matter includes not 
onfy the addition of whoDy unsupported subject matter, but may also include adding 
specific percentages or confounds after a broader orkinal disclosure, or even the 
omKsionofa step fi-om a method. See MPEP § 608.04 to § 608,04(c), See In re 
Wertheim, 541 F.2d 257, 191 USPQ 90 (CCPA 1976) and MPEP § 2163.05 for 
guidance in determining whether the addition of specific percentages or compounds after 
a broader original discbsure constitutes new matter. 

Conclusion 

8. The prior art made of record and not relied upon is considered pertinent to applicant's disclosure: 
JP-11048094 discloses calculating apparatus for heat variation amount of machine tool e.g. drill including 
for a memory medium for storing amount calculation program than can be read by personal computer. 
The prior art cited in PTO-892 and not mentioned above disclose related apparatus: Vanderbrook et al. 
[6018381] discloses a suitable reader (such as a computer) to read data, so that correction factors when 
in the form of machine readable data, may be just carried by the memory of a computer contained as 
part of a computer controlled device. This could allow a computer-controlled device to determine the 
necessary correction factor to be applied to the device after the user has made the visual comparison. 
Wagner [5742845] discloses that a reader is a computer having a processor and memor/ but usually 
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provided with non-QWERY keypads and limited displays. Kainec et al. [5637968] discloses a 
microprocessor-based controller 104 of tool 10 that has two communication ports, one designated 118 
for use with a printer, reader or host computer 120 and the other designated 122 for connection to a 

network 124 for uploading and downloading to a personal computer. Austin [4281379] discloses a 
control system for a numerically controlled (NC) machine tool which includes a direct access, time 
sharing, general purpose host computer located remotely from the location of the machine tool, and 
provided with a dedicated microprocessor located proximate the machine tool. The dedicated 
microprocessor has a storage memory in which at least one program may be stored. The microprocessor 
is operatively connected to the on-line computer through a port. The microprocessor in turn is connected 
to the machine control unit (MCU) of the NC machine tool by a reader interface. In operation, the on line 
computer is used on a time-share basis to generate a suitable machine control program. The machine 
control program is transferred to the dedicated microprocessor by means of the port connection. The 
machine control program may be edited or revised on a real time basis at the machine tool. Once the 
machine control program is found acceptable, it is independent of the host computer and it may be 
shifted from one machine to another independently of machine tool location. Rhoades [3679955] 
discloses in fig. 1, a control console 1 incorporating circuitry connected to provide command signals 
to operate an automatic machine tool 2. The command signals are produced in response to a program 
for cutting tool 3. Program data may be provided from a reader 6 or directly from a computer. Ullmann 
et al. [3806788] discloses in fig. 1 a numerical control system for a machine tool, and the machine 
control computer consists basically of a reader^ a central processor or calculating means. Its input is a 
program relating to a particular job in the form data, which the reader of the system is adapted to read in 
the proper sequence. The Illustrated Dictionary of Electronics by John Gibilisco describes a 
reader as a device that transcribes digital signals into meaningful data. IEEE describes a reader as an 
input device capable of sensing stored information, and of conveying that information into on-line 
storage. Anderson [6189106] discloses a computer-based information handling system wherein the 
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computer based-information handling system and method may be tangibly embodied on a medium 
readable by a computer-based information handling system capable of causing the computer-based 
information handling system to execute the method. Abriam et al, [5933353] discloses a computer 
usable medium having computer readable program code means embodied therein for machining parts 
from a work piece positioned on a numerically controllable (NC) machine, the computer readable program 
code means for causing a computer to utilize a database of machine instruction records for each of a 
plurality parts. 

9. Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to Examiner Pia Tibbits whose telephone number is (571) 272-2086. If unavailable, contact 
the Supervisory Patent Examiner Mike Sherry whose telephone number is (571) 272-2084. The 
Technology Center Fax number is (703) 872-9306. 

10. Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be obtained from 
either Private PAIR or Public PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic Business Center (EBC) at 
866-217-9197 (toll-free). 

PFT Pia Tibbits 

August 31, 2005 Primary Patent Exam\ner 



